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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 09 June 2006 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [x] Claim(s) 1-17 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) IEI Claim(s) 1^9 is/are allowed. 

6) S Claim(s) 70-77 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) S The drawing(s) filed on 21 February 2002 is/are: a)IEI accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1. D Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

This action is in response to the RCE filed 9 June 2006. Claims 1-1 1 have been 
amended by the RCE, and claims 12-17 are new. Claims 1-17 are currently pending. 



Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 



Claim 10 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. Specifically, the means in the claim lack an 
equivalent structure in the specification. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



Claims 10-17 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 
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Claim 10 cites "means" with no equivalent structure in the specification. Thus, 
the claim scope includes software-only embodiments, and the claim is therefore non- 
statutory. 

Claims 11 and 13-17 are described as a multimedia network comprising a 
function and a server. From the specification, it is not clear whether this server is 
hardware or software. Clarification of this point is requested. 

Claim 12 is described as a user equipment terminal comprising two application 
program interfaces. Application program interfaces are known in the art to be software, 
thus the claim contains no hardware elements. 

Allowable Subject Matter 

Claims 1-9 are allowed. The following is an examiner's statement of reasons for 
allowance: 

With regards to the combination of 3GPP TS 33.203 and 22.228 as described in 
the prior office action, these references only disclose the communication of capabilities, 
not the transmission of a list of subscribed multimedia network services. 

With regards to application # 09/731,758, a 3GPP based system, including such 
things as the home subscriber service and serving call session control function is 
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disclosed. However, Faccin et al do not include inserting a list of services to which the 
user equipment terminal is subscribed into any messages. 

With regards to Patent # 6,871,070, a 3GPP system, including the multimedia 
network, home subscriber service, user equipment terminal, etc. is disclosed. However, 
Ejzak does not disclose inserting a list of multimedia network services to which the user 
equipment terminal is subscribed into any of the messages. Instead, he focuses on the 
mechanics of providing communications while traveling between different types of home 
and serving systems. 

With regards to Patent # 9,954,654, a 3GPP system, including the multimedia 
network, home subscriber service, user equipment terminal, etc. is disclosed. However, 
Ejzak's focus here is a communication system in which the features and services can 
be used by both packet-switched and circuit-switched user equipment terminals. 
Although Ejzak does discuss the serving call session control function providing features 
and services to the user equipment terminal, there is not a list of subscribed services 
being communicated. 

The prior art made of record and not specifically discussed above is considered 
pertinent to applicant's disclosure in that it deals with similar subject matter. The prior 
art discussed above is the most closely related to the present invention. 
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Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Virgil Herring whose telephone number is (571) 272- 
8189. The examiner can normally be reached on Monday-Friday. 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gilberto Barron can be reached on (571) 272-3799. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Sen/ice Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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